
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/070,554 



03/07/2002 



7590 



06/08/2004 



Parkhurst & Wendel 
Suite 210 
1421 Prince Street 
Alexandria, VA 22314-2805 



Kazuftimi Ogawa 



7236 



EXAMINER 



TRAN, LONG K 



ART UNIT 



PAPER NUMBER 



2818 

DATE MAILED: 06/08/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 

Emm \f \& m m \S m m %^ m m \*m Mill • V ■ Jr 


Application No. 

10/070,554 


Applicant(s) ™ 

OGAWA, KAZUFUMI 


Examin r 

Long K. Tran 


Art Unit 

2818 





7/7e MAILING DATE of this communication appears on tho cover she t with th correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |3 Claim(s) 1^3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1^3 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 07 March 2002 is/are: a)|E accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
bM All b)D Some * c)D None of: 

1 M Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) S Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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5) CH Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 

Election/Restriction 

1 . Applicant's election with traverse of Group I and Species IA, claims 1 - 3, in 
Paper filed on March 18, 2004, is acknowledged. The traversal is on the ground(s) that 
"If the search and examination of an entire application can be made without serious 
burden, the Examiner must examine it on the merits, even though it includes claims to 
distinct or independent invention." This is not found persuasive because according to 
35 U.S.C. 121 & MPEP 802.01 that species appear to be independent as claimed. 
Applicants have to elect only one of these species. However, there is no evidence of 
record that the search and examination of an entire application including different 
distinct embodiments and different groups can be made without serious burden for 
Examiner. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 1 - 3 are presented for examination. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). The certified copy has been filed on March 07, 2002. 

Information Disclosure Statement 

3. This office acknowledges of the following items from the Applicant: 
Information Disclosure Statement (IDS) filed on September 19, 2002. 
The references cited on the PTO -1449 form have been considered. 

Specification 
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4. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Sai Motoshige 
(Japan Patent Application Publication No. 10-48651). 

Regarding claim 1, Sai Motoshige discloses an electrical circuit board 
comprising: X wiring lines (fig. 1 B, 24) and Y segmented wiring lines (fig.1 B, 23), each 
of the wiring lines being formed of a same conductive metal film and in a same plane on 
an insulating substrate and the Y segmented wiring lines intersecting with the X wiring 
lines, being severed by the X wiring lines at the intersections, and being distanced from 
the X wiring lines; wherein top and side surfaces of the X wiring lines are covered with 
an insulating film (fig. 1C, 25); and segments of each of the Y connected together by 
segmented wiring lines are electrically a Y segmented wiring line connecting electrode 
(fig. 2B, 26) formed on the insulating film (paragraph 0023). 
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Regarding claim 2, Sai Motoshige discloses the insulating film of at least the side 
surfaces of the X wiring lines is a metal oxide film formed by oxidizing the conductive 
metal film (paragraph 0019). 

Regarding claim 2, Sai Motoshige discloses the claimed invention of claims 1 
and 2 but does not specify the metal oxide film is an anodic oxide film formed by anodic 
oxidation. However this limitation is taken to be a product by process limitation, it is the 
patentability product and not of recited process steps which must be established. 
Therefore, when the prior art discloses a product which reasonably appears to be 
identical with or only slightly different than the product claimed in a product-by process 
claim, a rejection based on sections 102 or 103 is fair. A product by process claim 
directed to the product per se, no matter how actually made, In re Hirao, 190 USPQ 15 
at 17 (footnote 3). See In re Fessman , 180 USPQ 324,326(CCPA 1974); In re Marosi et 
al., 218 USPQ 289,292 (Fed. Cir. 1983); and particularly In re Thorpe . 227 USPQ 
964,966 (Fed. Cir. 1 985), all of which make it clear that it is the patentability of the final 
structure of the product "gleaned" from the process steps, which must be determined in 
a "product by process " claim, and not the patentability of the process. See also MPEP 
21 13. Moreover, an old or obvious product produced by a new method is not a 
patentable product, whether claim in "product by process" claim or not. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Long K. Tran whose telephone number is 571-272- 
1797. The examiner can normally be reached on Mon-Thu. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Nelms can be reached on 571-272-1787. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



May 30, 2004 



Long Tran U&f 




Supervisory Patent Examiner 
Technology Center 2800 



